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DETAILED ACTION 
Claim Rejections - 35 USC § 112 

1 . The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

2. Claim 1 is rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with the 
written description requirement. The claim(s) contains subject matter which was not described 
in the specification in such a way as to reasonably convey to one skilled in the relevant art that 
the inventor(s), at the time the application was filed, had possession of the claimed invention. 
The specification has always referred to the raw material coating as being on the outside, as 
explained in the instant Summary of Invention. Thus the "inner circumferential wall" is 
considered new matter. 

Drawings 
Specification 

The amendment filed 07-19-05 is objected to under 35 U.S.C. 132(a) because it introduces new 
matter into the disclosure. 35 U.S.C. 132(a) states that no amendment shall introduce new matter 
into the disclosure of the invention. The added material which is not supported by the original 
disclosure is as follows: A new drawing has been submitted to a "clamping force" particularly, to 
a clamping force from outer peripheral wall portions given to inner wall portions by big 
shrinkage caused by its large TEC and inner wall portions caused by claming force. However, 
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said term has not been originally filled and disclosed in the original disclosure, thus, the drawing 
is considered new matter. 

Applicant is required to cancel the new matter in the reply to this Office Action. 

Claim Rejections -35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis 
for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States, 
(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 37 1 (c) of this title before the invention 
thereof by the applicant for patent. 

Claims 1-2, 4-6 and 8 are rejected under 35 U.S.C. 102(b) as being anticipated by USPN 
5629067 to Kotani. 

Kotani teaches a ceramic honeycomb structural body having an outer portion and center 
portion comprising cells, where the inner portion of the ceramic honeycomb structural body 
contains cordierite that is dried and fired, (col. 4, lines 55-65) completely filling in the outer 
circumferential wall portion. See Figures 4 and 5. The same radial direction is taught in col. 3, 
line 30-col. 4, line 25. Since the materials and process used are the same, the characteristics of 
claim 1 would be expected to be the same absent any evidence to the contrary. Kotani teaches a 
ceramic honeycomb structure body comprising cells (through-holes surrounded by partition 
walls) and an outer wall portion (see Fig. 5), where both the inner and outer walls are of 
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crystalline cordierite having the same thermal expansion (see col. 7, lines 15-37). Kotani further 
teaches an outer coating formed on the outer surface of the body to reduce cells from cracking 
(see col. 2, lines 28-38). Kotani discloses the outer wall being thicker than the inner wall and the 
number of cells per unit area requirements of instant claims 4-5 in Example 1, Figures 4-5, and 
col. 6, lines 60+. At col. 8, lines 38-50, Kotani explains the outer coating serves as a reinforcing 
layer to yield excellent heat and thermal shock resistance. The outer circumferential wall is 
obtainable by firing a layer of raw material applied to a circumference of the ceramic honeycomb 
structure (col. 7, lines 15-20 and col. 8, line 36). The phrase "so that when the structure is cooled 
from the firing temperature, compression is applied to the inside partition wall from the 
outer... wall" is language that suggests or makes optional but does not require steps to be 
performed or does not limit a claim to a particular structure does not limit the scope of a claim or 
claim limitation. See MPEP 2 1 06. 

Regarding claim 2, Kotani further teaches a honeycomb structure body where the inner 
wall portion of the honeycomb body structure is the same (cordierite ceramic) or different 
(ceramic fibers and cordierite) material from the outer circumferential wall portion (see col. 3, 
line 40-coL 4, lines 25 and lines 54-56). 

Regarding claim 6, at col. 2, lines 38+, an open frontal area of 86% or more is shown in 
Figure 1. 

Regarding claim 8 (new), Kotani teaches the outer wall is of crystalline corderite (outer 
coating 16 has a primary crystal phase which consists of cordierite) at col. 7, lines 15-20. 

Claims 1-3 and 5 are rejected under 35 U.S.C. 102(e) as being anticipated by USPN 
6,060,148 to Matsubara et al. 
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The applied reference has a common inventor with the instant application. Based upon 
the earlier effective U.S. filing date of the reference, it constitutes prior art under 35 U.S.C. 
102(e). This rejection under 35 U.S.C. 102(e) might be overcome either by a showing under 37 
CFR 1.132 that any invention disclosed but not claimed in the reference was derived from the 
inventor of this application and is thus not the invention "by another," or by an appropriate 
showing under 37 CFR 1.131. 

Matsubara teaches a ceramic honeycomb structural body having an outer portion and 
center portion comprising cells, where the inner portion of the ceramic honeycomb structural 
body contains cordierite that is dried and fired, (col. 4, lines 5-10 and col. 6, lines 12-15 and 65- 
68) completely filling in the outer circumferential wall portion. See Figures 1 and lb. 
Matsubara teaches a ceramic honeycomb structure body comprising cells (through-holes 
surrounded by partition walls) and an outer wall portion (see Fig. lb and Fig. 3), where both the 
inner and outer walls are of crystalline cordierite, the same thermal expansion coefficient is 
inherent. Since the materials and process used are the same, the characteristics of claim 1 would 
be expected to be the same absent any evidence to the contrary. Matsubara discloses the outer 
wall being thicker than the inner wall requirements of instant claims 3 and 5 in Tables 1 and 2, 
and col. 4, lines 60-68 - col. 7, lines 1-60, col. 11, lines 60-col. 12, line 55). The outer 
circumferential wall is obtainable by firing a layer of raw material applied to a circumference of 
the ceramic honeycomb structure (col. 8, lines 47-60, electric furnace at maximum temperature). 
The phrase "so that when the structure is cooled from the firing temperature, compression is 
applied to the inside partition wall from the outer... wall" is language that suggests or makes 
optional but does not require steps to be performed or does not limit a claim to a particular 
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structure does not limit the scope of a claim or claim limitation. See MPEP 2106. Moreover, 
Matsubara teaches the compression applied to the inside wall from the outside wall (col. 4, lines 
32-40). 

Regarding claim 2, Matsubara further teaches a honeycomb structure body where the 
inner wall portion of the honeycomb body structure is the same (cordierite ceramic) or different 
(ceramic fibers and cordierite) material from the outer circumferential wall portion (see col. 3, 
line 40-col. 4, lines 25 and lines 54-56). 

Claim Rejections - 35 USC §103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over USPN 5,629,067 
to Kotani. 

Kotani essentially teaches the claimed invention. Regarding instant claim 7, while 
Kotani does not teach the specific value of bulk density being 0.26 g/cm A 3 or less, Kotani does 
teach the wall thickness is varied to gain desired bulk density at col. 1, lines 25-34 and col. 2, 
lines 5-7 in order to reduce the heat capacity and effectively control exhaust emissions thereby 
improving the overall efficiency of a catalytic converter. Therefore, bulk density is an 
optimizable feature as taught by Kotani. It would be obvious to a person having ordinary skill in 
the art to modify the honeycomb structure taught by Kotani to include the bulk density 0.26 
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g/cm A 3 or less because Kotani teaches the wall thickness is varied to gain desired bulk density at 
col. 1, lines 25-34 and col. 2, lines 5-7 in order to reduce the heat capacity and effectively control 
exhaust emissions thereby improving the overall efficiency of a catalytic converter. 

Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over USPN 5,629,067 
to Kotani and further in view of USPN 5,346,722 to Beauseigneur et al. 

Kotani substantially discloses the claimed invention except for a partition wall thickness 
of less than 0.1 mm. Beauseigneur discloses several examples of honeycomb structures having a 
range of the numbers of cells per unit area values and typical wall thickness requirements of 
claims 3-5 in catalytic converter applications at col. 3, lines 50-60. It would be obvious to a 
person having ordinary skill in the art to modify the honeycomb structure taught by Kotani to 
include the desired requirements of Beauseigneur to produce a desired honeycomb structure that 
exhibits efficient extruder or flow rates. 



Response to Argument 
Applicant's arguments filed 02-06-06 have been fully considered but they are not 
persuasive. 

Applicant alleges that the raw material is on the inside and points to Fig. 1(b), portion 
3. However, portion 3 is clearly on the outside, not inside. Further the specification has always 
referred to the raw material coating as being on the outside, as explained in the instant Summary 
of Invention. Additionally, depending upon the direction of reference viewing from the inside 
out, or from the outside in, the "outer" is the same as the "inner" wall of the honeycomb as the 
Figures all show the same place of application. Applicant's arguments are not persuasive. 
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Applicant argues the submitted drawing was not a drawing and a part of the remarks, 
however, the drawing was submitted as a separate sheet as the page numbers are absent and do 
not continue from the remarks. To correct this matter, Applicant should make the record clear 
that the submitted drawing should be cancelled. 

See MPEP 608.02(t): If a drawing figure is canceled, a replacement sheet of drawings 
must be submitted without the figure (see 37 CFR 1.121(d)). If the canceled drawing 
figure was the only drawing on the sheet, then only a marked-up copy of the drawing 
sheet including an annotation showing that the drawing has been cancelled is required. 
The marked-up (annotated) copy must be clearly labeled as 'Annotated Sheet 1 and must 
be presented in the amendment or remarks section of the amendment document which 
explains the changes to the drawings (see 37 CFR 1.121(d)(1)). The brief description of 
the drawings should also be amended to reflect this change. 
Applicant argues the claim 1 now refers to compression applied from the outside, 
Applicant argues paragraphs 0020 to 2023 (0023) of the original specification shows support for 
the new diagram to a clamping force relation to the TEC differential. However, support was not 
found at the paragraphs, nor anywhere within the Application. Thus, it is considered new matter 
and should be removed. Further, Kotani will inherently perform in the same manner as the same 
material and constrraction is provided by the prior art. 

Applicant argues that there is no contemplation in Kotani applying an outer layer to an 
inner circumferential wall. However, the same structure and placement of material is the same 
as the Figures of the instant disclosure. Applicant has not made a persuasive argument because 
the claim calls for an outer coating that is the same or different from the honeycomb structure. 
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Applicant has not amended the claim to the specific coating that produces a larger TEC 
differential. The Examiner is in agreement that if the materials are the same, then the product 
will function the same. However, Applicant has not amended the claim to set forth what the 
specific material is that directly effects the TEC differential in the same way as Applicant 
intends. However, Kotani explicitly teaches the material is either the same (crystalline cordierite 
or cordierite material that is fired producing crystalline cordierite (at col. 4, lines 55-57 - 
honeycomb body; col. 7, lines 14-20 -outer coating) or different (the coating may further 
comprise one of the colloidal oxides such as colloidal alumina at col. 7, lines 50-col. 8, line 50 to 
improve the honeycomb being excellent in heat and thermal resistance), therefore the TEC 
differential as claimed must be present. Thus, Kotani is no way is a contradictory or absent 
teaching. 

Applicant further argues Kotani teaches firing is optional and the patentees say nothing 
about firing the coated portion. However, process limitations are not germane in a product claim 
if the same material is present. Kotani teaches the same crystalline cordierite (col. 7, lines 14- 
20) that Applicant sets forth in the instant disclosure at page 8, line 14, that explains "a raw 
material of the cordierite. . .is subjected to extrusion to form . . .a kaolin crystal" and "in the later 
firing step, a cordierite crystal. . .is generated". Thus both Kotani and the instant Application are 
consistent and not contradictory as Applicant alleges. Further it is of no consequence why the 
patentees suggest using cordierite because of a small thermal expansion coefficient if the same 
materials are used. 

Applicant argues the properties concerning the radial array of cells. When the same 
materials are used, the TEC is larger, however when different materials are used the TEC is the 
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same, thus until the claim is amended to reflect which scenario Applicant desires to clearly show 
what specific materials produce the larger TEC differential, the Examiner maintains the 
rejections. Moreover, Kotani explicitly teaches a same and different material as in Applicant's 
specification, thus either TEC differential, whether larger or smaller will be the same effect as 
Applicant. Applicant does not require either way, the same or different material, thus until 
applicant amends the claim to reflect which option is desired, the rejection will stand. 

Applicant further argues process steps e.g. a drying step rather than a firing step. Again, 
process limitations in a product claim are not limited to the steps. It is the resultant end product 
that must be the same, and in this case, Kotani teaches both same or different material to produce 
the TEC differential. 

Applicant argues that the major patentable difference is to application of a compression 
stress at ambient temperature while no compressive stress is applied to the inside of the structure 
at a firing temperature. Again, process steps do not limit a product claim. If Applicant's novelty 
is in the process, then Applicant should claim the process and not the product. It is of no 
consequence if Kotani applies different steps than Applicant because the same end product is 
produced. 

Applicant argues Matsubara does not teach the structure of the claimed invention. 
Matsubara explicitly teaches the same material at col. 6, lines 12-15 and firing via an electric 
furnace at 700 degrees C at col. 8, lines 40-60, thus the compression as claimed must be the same 
as instant claim 1 contrary to Applicant's arguments. 
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Beauseigneur is still used to teach the same number of cells per unit area and wall 
thickness and the exact same materials involved, a honeycomb structure and an alumina/catalytic 
coating on the outside and fired. Thus, the rejections are maintained for reasons of record. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tamra L. Dicus whose telephone number is 571-272-1519. The 
examiner can normally be reached on Monday-Friday, 7:00-4:30 p.m., alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rena Dye can be reached on 571-272-3186. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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